TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore CAROCFF, PAK and WALTZ, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fina
rejection of clainms 1 through 12, all of the clains pending in

t he application.

! Application for patent filed Decenber 7, 1993.
According to the appellants, the application is a
conti nuation-in-part of Application No. 08/ 008,957, filed
January 26, 1993.



Appeal No. 95-4985
Application No. 08/164, 227



Appeal No. 95-4985
Application No. 08/164, 227

APPEALED SUBJECT NMATTER

The subject matter on appeal is directed to a process for
t he conti nuous production of polyurethane and pol yuret hane
urea prepolyners. This subject matter is adequately descri bed
in claiml which is reproduced bel ow.

1. In a process for the continuous production of
pol yur et hane and pol yur et hane urea prepol yners by reaction of

A) one or nore organic polyi socyanates, with

B) one or nore isocyanate-reactive conpounds having
nol ecul ar wei ghts of from 400 to 10,000 and bei ng
selected fromthe group consisting of polyhydroxy
conmpounds, pol yam ne conpounds, and m xtures

t her eof

O optionally in the presence of one or nore
nonof uncti onal conpounds, and

D) optionally in the presence of activators,
stabilizers, lubricants and other additives,

with the quantities of reactive conponents being sel ected such
that the equivalent ratio of isocyanate groups to isocyanate-
reactive groups is froml1ll.1:1 to nore than 1.5:1, the

i nprovenent wherein the conponents are conbined in a nozzle
whi ch has a constriction and wherein

a) ei ther the isocyanate-containing conponents or
the isocyanate-reactive conponents are passed
axially through the constriction of the nozzle,

b) the ot her conponents are introduced laterally
into the stream of conponents passing
t hrough the constriction via several bores
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di stri buted over the periphery of and in
the walls of said constriction, and

C) the resultant m xture passes through a pipe in
whi ch the conponents react to forma product
stream

PRI OR ART

The references of record relied upon by the exam ner are:

Zaby et al. (Zaby) 5,117,048 May 26, 1992
(filed Dec. 14, 1988)
Othmann et al. (O'thmann) 5, 360, 885 Nov. 1, 1994

(filed Dec. 07, 1993)

Sweeney, F. M Introduction to Reaction Injection Mlding,
Technom ¢ Pub., pp. 90-101 (1979) (hereinafter referred to as
“Sweeney”) .

REJECTI ON

The appeal ed clains stand rejected as foll ows:

(1) dains 1 through 12 under the judicially created
doctrine of obviousness-type doubl e patenting as unpatentable
over the clainms of U S. Patent 5,360,885 (Othmann);

and

(2) dainms 1 through 12 under 35 U.S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Zaby and

Sweeney.

DI SCUSS| ON
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Havi ng careful ly considered all of the argunments and the
evi dence relied on by the exam ner and appellants in support
of their respective positions, we conclude that the exam ner

has not established a prim facie case of unpatentability

ei ther under the judicially created doctrine of obviousness-
type double patenting or under 35 U.S.C. § 103. Thus, we
will not sustain any of the above rejections. Qur reasons for

this determ nation foll ow.

DOUBLE PATENTI NG

A patent's disclosure cannot be considered as "prior art”
i n considering obviousness-type double patenting. See, e.qg.,

In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). Instead,

the | aw of double patenting is concerned only with that which

is clained and thus involves an inquiry into what, if

anyt hing, has been clained twice. See Ceneral Foods Corp. V.

St udi engesel | schaft Kohl nbH, 972 F.2d 1272, 23 USPQ2d 1839

(Fed. Cr. 1992). As noted in In re Braat, 937 F.2d 589,
592, 19 USP@d 1289, 1291-1292 (Fed. Cir. 1991):

Qobvi ousness-type double patenting is a judicially
created doctrine intended to prevent inproper
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ti mewi se extension of the patent right by

prohi biting the i ssuance of clainms in a second

pat ent which are not "patentably distinct” fromthe
clains of a first patent. See In re Longi, 759 F.2d
887, 892, 225 USPQ 645, 648 (Fed. GCr. 1985). The
doctrine has al so been phrased as prohibiting clains
in the second patent which define "nerely an obvi ous
variation" of an invention clainmed in the first
patent. In re Vogel, 422 F.2d 438, 441, 164 USPQ
619, 622 (CCPA 1970). (enphasis in original)

The exam ner contends that the subject matter of clains 1
through 12 is no nore than “an obvi ous variation” of an
invention clained in the patent issued to Othmann. The
exam ner, however, does not explain why those skilled in the
art woul d have been led to enploy Othmann’s el ast oner naki ng
process for making prepolynmers, in spite of the significant
di fferences between the conpositions of the starting materials
and the physical and chem cal properties of the el astoner and

the prepolyner involved. Conpare In re Cchiai, 71 F.3d 1565,

1569-71, 37 USPQ2d 1127, 1131-32 (Fed. Cr. 1995). As
correctly argued by appellants at page 6 of the Brief, the
exam ner sinply has not supplied evidence sufficient to
conclude that the instantly clainmed prepol ynmer maki ng process
I's an obvious variation of Othmann’s el astomer (rubber)

maki ng process.
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In view of the foregoing, we will not sustain the
examner's rejection of clainms 1 through 12 under obvi ousness-

type doubl e patenting.
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OBVI OUSNESS

It is well settled that equival ency al one does not

establi sh obvi ousness. See In re Scott, 323 F.2d 1016, 1019-

20, 139 USPQ 297, 299-300 (CCPA 1963); In re Flint, 330 F.2d

363, 367-68,
141 USPQ 299, 302 (CCPA 1964). It is the teachings of the
prior art taken as a whol e which nust provide a notivation or

suggestion to conbine the references. See Uniroyal, Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438

(Fed. Cir. 1988) and Interconnect Planning Corp. v. Feil, 774

F.2d 1132, 1143, 227 USPQ 543, 550-51 (Fed. Gir. 1985).

The exam ner contends that the pol yurethane and
pol yur et hane urea prepol yner maki ng process of clains 1
t hrough 12 woul d have been obvious to those skilled in the art
in view of Zaby and Sweeney. However, Zaby is directed to
using a venturi-type mxing reactor to form pol yi socyanates.
It does not provide any suggesti on whatsoever to enploy the
venturi type mxing reactor in a process for making the
cl ai med prepolynmers, which involves the reaction of materially
di fferent reactants than those required for form ng
pol yi socyanates. Nor does Sweeney provi de any suggestion to

8



Appeal No. 95-4985
Application No. 08/164, 227

enpl oy such reactor in a prepolynmer maki ng process. Absent

the appell ants' own teachings we can think of no
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cogent reason why one of ordinary skill in this art would have
been notivated to conbine the di sparate teachings of these
references in the manner proposed by the exam ner. As the

court in Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051,
5 USPQ2d 1434, 1438 (Fed. Cir. 1988) stated, "it is
I nperm ssible to use the clains as a frane and the prior art
references as a nosaic to piece together a facsimle of the
claimed invention."

In view of the foregoing, we will not sustain the
exam ner’s rejection of clainms 1 through 12 under 35 U . S.C. 8§
103.

CONCLUSI ON

For the above reasons, the decision of the exam ner is
rever sed.

REVERSED

MARC L. CAROFF
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS

N N N N N N

CHUNG K. PAK

10



Appeal No. 95-4985
Application No. 08/164, 227

AND
| NTERFERENCES

Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge

irg
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Pat ent Dept.

Ml es Inc.
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Pittsburgh, PA 15205-9741
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